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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/6, 1935 CD. 1 1 , 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 



Continued Examination Under 37 CFR LI 14 



1. 



A request for continued examination under 37 CFR 1.114 was filed in this application 



after appeal to the Board of Patent Appeals and Interferences, but prior to a decision on the 
appeal. Since this application is eligible for continued examination under 37 CFR 1.1 14 and the 
fee set forth in 37 CFR 1 .17(e) has been timely paid, the appeal has been withdrawn pursuant to 
37 CFR 1.1 14 and prosecution in this application has been reopened pursuant to 37 CFR 1.114. 
Applicant's submission filed on 12/18/03 has been entered. 



Response to Amendment 



2. 



Applicant's amendment received on 1 1/28/03 has been entered and made of record. 



Currently, claims 66-68, 70-74, and 89 are pending. 



Response to Arguments 



3. 



Applicant's arguments with respect to claims 66 and 89 have been considered but are 



moot in view of the new ground(s) of rejection. 



Drawings 

4. The drawings were received on 1 1/28/03. These drawings are acceptable by the 
examiner. 
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Claim Rejections -35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 66-68, 70-72, and 89 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Merritt et al (U.S. Patent Number 6,421,429, cited in the Office action dated 4/22/03) in 
view of Hochman (U.S. Patent Number 5,838,685). 

Regarding claim 66, Merritt discloses an image communication method that utilizes a 
plurality of Internet facsimile modes (column 5, lines 51 through 58) and a G3 facsimile mode 
(column 5, lines 58 through 65), with the method comprising the steps of detecting an Internet 
facsimile mode of a communication partner's apparatus during communication in the G3 
facsimile mode, in accordance with a first procedure signal of the G3 facsimile mode (column 5, 
lines 51 through 65, and column 11, lines 16 through 36), and transmitting an image in the 
Internet facsimile mode of the communication partner's apparatus detected in the detecting step 
(column 11, lines 16 through 36), wherein the plurality of Internet facsimile modes comprise a 
simple mode (column 9, line 7 through column 10, line 24, being the desired "less than all the 
originating image data for certain types of data", and the mode having the "fastest transmission 
time at a minimum acceptable quality", and column 11, lines 37 through 42), a full mode 
(column 9, line 41 through column 10, line 43, specifically column 10, lines 25 through 34, with 
the mode having the sending party transmit an image in any of multiple formats to be received 
by multiple destinations that can support one or more of the file formats, thereby transmitting full 
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representation of the image data, as opposed to just the minimum amount of image data), and a 
real time mode (column 5, line 66 through column 6, line 17, and column 9, lines 7 through 65). 

However, Merritt fails to specifically teach of replacing an address of the Internet 
facsimile mode by utilizing a second procedure signal of the G3 facsimile mode, and 
subsequently, transmitting an image in the Internet facsimile mode of the communication 
partner's apparatus detected in the detecting step by utilizing a replacement address. Hochman 
discloses an image communication method that utilizes a plurality of Internet facsimile modes 
(column 1, lines 1 1 through 50, and column 5, lines 16 through 65) and a G3 facsimile mode 
(column 5, lines 16 through 55, wherein handshake data that includes a TSI signal is inherently 
included within a G3 facsimile protocol), with the method comprising the steps of detecting an 
Internet facsimile mode of a communication partner's apparatus during communication in the G3 
facsimile mode (column 4, lines 16 through 62, and column 5, lines 35 through 65), in 
accordance with a first procedure signal of the G3 facsimile mode (step 104 in Fig. 5, column 4, 
lines 16 through 62, and column 5, lines 38 through 41), replacing an address of the Internet 
facsimile mode by utilizing a second procedure signal of the G3 facsimile mode (step 106 in Fig. 
5, column 5, lines 5 through 62), and transmitting an image in the Internet facsimile mode of the 
communication partner's apparatus detected in the detecting step by utilizing a replacement 
address (step 1 12 in Fig. 5, column 5, line 44 through column 6, line 5). Therefore, it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made to include 
the teachings of Hochman in the system of Merritt. Merritt' s system would easily be modified to 
include Hochman's teachings, as the systems share cumulative features, being additive in nature. 
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Regarding claim 67, Merritt and Hochman disclose the method discussed above in claim 

66, and Merritt further teaches that the detected Internet facsimile mode of the communication 
partner's apparatus is stored (column 4, lines 15 through 46, and column 11, lines 16 through 
36), wherein image data is transmitted in accordance with the stored Internet facsimile mode of 
the communication partner's apparatus (column 4, line 21 through column 5, line 12). 

Regarding claim 68, Merritt and Hochman disclose the method discussed above in claim 

67, and Merritt further teaches of the step of determining whether or not the communication is a 
first communication operation in the Internet facsimile mode with the communication partner's 
apparatus (column 11, lines 16 through 36), wherein image data is transmitted in the G3 
facsimile mode in a first communication operation (column 5, lines 58 through 65, and column 8, 
lines 5 through 35), based on a determination that the communication with the communication 
partner's apparatus is the first communication operation in the Internet facsimile mode (column 
8, lines 5 through 35, and column 11, lines 16 through 36, being the communication from the 
sender), and wherein image data is transmitted in the Internet facsimile mode of the 
communication partner's apparatus (column 9, line 7 through column 10, line 24), based on a 
determination that the communication with the communication partner's apparatus is not a first 
communication operation in the Internet facsimile mode (column 4, line 21 through column 5, 
line 32, and column 8, lines 25 through 35, being the communication to the destination). 

Regarding claim 70, Merritt and Hochman disclose the method discussed above in claim 
66, and Merritt further teaches that when shifting to the Internet facsimile mode, one of the 
simple mode, the full mode, and the real time mode is selected from among the plurality of 
Internet facsimile modes possessed by the communication partner's apparatus according to a 
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predetermined priority (column 5, line 66 through column 6, line 36, and column 10, lines 35 
through 62), and communication in the selected Internet facsimile mode is performed (column 6, 
line 18 through 36, and column 10, lines 44 through 62). 

Regarding claim 71, Merritt and Hochman disclose the method discussed above in claim 
70, and Merritt further teaches that the selection is performed in order of the real time mode, the 
full mode, and the simple mode (column 5, line 66 through column 6, line 17, column 9, line 66 
through column 10, line 62, wherein the subscriber's can set which modes are defaults, and the 
capabilities they have, which would perform the selection in numerous orders, including real 
time, full, and simple modes). 

Regarding claim 72, Merritt and Hochman disclose the method discussed above in claim 
70, and Merritt further teaches that when the simple mode or the full mode of Internet facsimile 
has been selected (column 7, lines 23 through 348), an Internet facsimile communication 
apparatus is caused to transmit an e-mail in which an image file formed in accordance with the 
selected mode is added (column 7, line 9 through column 8, line 4). 

Regarding claim 89, Merritt discloses an image communication apparatus that utilizes a 
plurality of Internet facsimile modes (column 5, lines 51 through 58) and a G3 facsimile mode 
(column 5, lines 58 through 65), with the apparatus comprising a detection unit adapted to detect 
an Internet facsimile mode of a communication partner's apparatus during communication in the 
G3 facsimile mode, in accordance with a first procedure signal of the G3 facsimile mode 
(column 5, lines 51 through 65, and column 1 1, lines 16 through 36), and a transmission unit 
adapted to transmit an image in the Internet facsimile mode of the communication partner's 
apparatus detected by the detection unit (column 11, lines 16 through 36), wherein the plurality 
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of Internet facsimile modes comprise a simple mode (column 9, line 7 through column 10, line 
24, being the desired "less than all the originating image data for certain types of data", and the 
mode having the "fastest transmission time at a minimum acceptable quality", and column 11, 
lines 37 through 42), a full mode (column 9, line 41 through column 10, line 43, specifically 
column 10, lines 25 through 34, with the mode having the sending party transmit an image in any 
of multiple formats to be received by multiple destinations that can support one or more of the 
file formats, thereby transmitting full representation of the image data, as opposed to just the 
minimum amount of image data), and a real time mode (column 5, line 66 through column 6, line 
17, and column 9, lines 7 through 65). 

However, Merritt fails to specifically teach of a replacement unit adapted to replace an 
address of the Internet facsimile mode by utilizing a second procedure signal of the G3 facsimile 
mode, and subsequently, transmitting an image in the Internet facsimile mode of the 
communication partner's apparatus detected by the detection unit by utilizing a replacement 
address. Hochman discloses an image communication apparatus that utilizes a plurality of 
Internet facsimile modes (column 1, lines 11 through 50, and column 5, lines 16 through 65) and 
a G3 facsimile mode (column 5, lines 16 through 55, wherein handshake data that includes a TSI 
signal is inherently included within a G3 facsimile protocol), with the apparatus comprising a 
detection unit adapted to detect an Internet facsimile mode of a communication partner's 
apparatus during communication in the G3 facsimile mode (column 4, lines 16 through 62, and 
column 5, lines 35 through 65), in accordance with a first procedure signal of the G3 facsimile 
mode (step 104 in Fig. 5, column 4, lines 16 through 62, and column 5, lines 38 through 41), a 
replacement unit adapted to replace an address of the Internet facsimile mode by utilizing a 
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second procedure signal of the G3 facsimile mode (step 106 in Fig. 5, column 5, lines 5 through 
62), and a transmission unit adapted to transmit an image in the Internet facsimile mode of the 
communication partner's apparatus detected by the detection unit by utilizing a replacement 
address (step 1 12 in Fig. 5, column 5, line 44 through column 6, line 5). Therefore, it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made to include 
the teachings of Hochman in the system of Merritt. Merritt's system would easily be modified to 
include Hochman's teachings, as the systems share cumulative features, being additive in nature. 

7. Claim 73 are rejected under 35 U.S.C. 103(a) as being unpatentable over Merritt et al. 
(U.S. Patent Number 6,421,429, cited in the Office action dated 4/22/03) in view of Hochman 
(U.S. Patent Number 5,838,685), and further in view of Okutomi et ah (U.S. Patent Number 
6,21 1,972, cited in the Office action dated 4/22/03). 

Regarding claim 73, Merritt and Hochman disclose the method discussed above in claim 
72, arid Hochman further teaches that an Internet address comprises an e-mail address (column 5, 
lines 16 through 65). However, both Merritt and Hochman fail to specifically teach if the image 
file comprises a TIFF file. Okutomi discloses a communication apparatus having an Internet 
facsimile communication means that comprises means for transmitting an E-mail (LAN 
controlling section 7, seen in Fig. 3, and column 3, lines 19 through 25), means for converting a 
read image into an image file (e-mail format converting means 8, column 3, lines 19 through 25), 
and an addition means for adding the image file to the E-mail (column 5, lines 31 through 43), 
and wherein the control means stores a signal received by the facsimile communication means in 
the storage means so as to correspond to an Internet facsimile address of the communication 
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partner's apparatus (column 3, lines 40 through 58), and causes the conversion means to convert 
the read image into the image file in accordance with the signal stored in the storage means, 
during image transmission by the Internet facsimile communication means (column 3, lines 49 
through 63). Okutomi further teaches that the image file comprises a TIFF file (column 3, lines 
59 through 63, and column 5, lines 31 through 43), and wherein an Internet address comprises an 
e-mail address (column 3, lines 33 through 63). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to include Okutomi's 
teachings in the system of Merritt and Hochman. Merritt and Hochman's system would easily be 
modified to include Okutomi's teachings, as the systems share cumulative features, being 
additive in nature. 

8. Claim 74 is rejected under 35 U.S.C. 103(a) as being unpatentable over Merritt et al. 
(U.S. Patent Number 6,421,429, cited in the Office action dated 4/22/03) in view of Hochman 
(U.S. Patent Number 5,838,685), further in view of Feder (U.S. Patent Number 5,872,845, cited 
in the Office action dated 4/22/03), and further in view of Kulakowski (WIPO Publication 
Number WO 97/10668, cited in the Office action dated 4/22/03). 

Regarding claim 74, Merritt and Hochman disclose the method discussed above in claim 
70, and Merritt further teaches that the Internet facsimile communication means comprises 
means for transmitting packets to an Internet address (column 9, lines 31 through 65). However, 
Merritt fails to specifically teach of when the real time mode has been selected, an Internet 
facsimile communication apparatus is caused to convert a procedure signal and image data into 
TCP packets, transmit the TCP packets according to a T30 facsimile procedure, and convert TCP 
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packets received from the communication partner's apparatus into a T30 frame. Feder discloses a 
communication apparatus comprising means for detecting an Internet facsimile mode (column 1, 
lines 49 through 58) of a communication partner's apparatus during communication by G3 
facsimile communication means (column 1, lines 49 through 58, column 6, lines 3 through 24, 
and column 7, lines 44 through 54), and means for performing control of causing the G3 
facsimile communication means to disconnect communication in a G3 facsimile mode (see Fig. 
8B, column 9, lines 1 through 13) and shifting to communication by Internet facsimile 
communication means (see Fig. 8B, "yes" determination of "long distance call", leading to 
process shown in Fig. 8C, column 8, lines 24 through 67), based on the detection of Internet 
facsimile mode of the communication partner's apparatus by the detection means (column 9, 
lines 14 through 32), wherein the plurality of Internet facsimile modes comprise a simple mode 
(column 7, lines 55 through 57), a full mode (column 5, lines 51 through 66), and a real time 
mode (column 7, lines 64 through 67). Feder further teaches that the Internet facsimile 
communication means comprises means for transmitting packets to an Internet address (column 

8, lines 37 through 67, and column 9, lines 14 through 32), means for receiving packets (column 

9, lines 33 through 65), means for converting a facsimile frame into packets (column 8, lines 24 
through 67), and means for converting packets into a facsimile frame (column 9, line 53 through 
column 10, line 25), and wherein, when the real time mode has been selected (column 7, lines 64 
through 67), the control means causes the Internet facsimile communication means to convert a 
procedure signal and image data into packets (column 8, lines 17 through 67), transmit the 
obtained packets according to a facsimile procedure (column 9, line 53 through column 10, line 
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25), and convert packets received from the communication partner's apparatus into a facsimile 
frame (column 9, line 65 through column 10, line 25). 

However, Feder also fails to particularly teach of means for converting a T30 frame into 
TCP packets, and means for converting TCP packets into a T30 frame, and subsequently, 
transmit the obtained TCP packets according to a T30 facsimile procedure, and convert TCP 
packets received from the communication partner's apparatus into a T30 frame. Kulakowski 
discloses a communication apparatus having an Internet facsimile communication means 
comprises means for transmitting TCP packets to an Internet address (page 13, lines 1 1 through 
36, and page 14, lines 20 through 36), means for receiving TCP packets (page 20, lines 24 
through 30), means for converting a T30 frame into TCP packets (page 14, lines 20 through 36, 
and page 16, line 28 through page 17, line 19), and means for converting TCP packets into a T30 
frame (page 20, line 27 through page 21, line 7), and wherein the control means causes the 
Internet facsimile communication means to convert a procedure signal and image data into TCP 
packets, transmit the obtained TCP packets according to a T30 facsimile procedure, and convert 
TCP packets received from the communication partner's apparatus into a T30 frame (see Figs. 5, 
7, and 8). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to include Feder' s teachings, modified with the teachings of 
Kulakowski, in the system of Merritt and Hochman. The system of Feder would easily be 
modified to include Kulakowski's teachings, therein conforming to standards well known within 
the art, as the systems share cumulative features, being additive in nature. Subsequently, Merritt 
and Hochman's system would easily be modified to include Feder and Kulakowski's teachings, 
as the systems all share cumulative features, being additive in nature. 
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Citation of Pertinent Prior Art 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

Suzuki (U.S. Patent Number 6,005,677) discloses a system that detects an e-mail address 
in procedure signals of a G3 facsimile mode for a subsequent Internet facsimile mode. 



Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Joseph R. Pokrzywa 

Examiner 

Art Unit 2622 



